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IN THE CLAIMS 

Please cartel claim 4. 

Please amend claim 5 as follows. 

For t he convenience of the Examiner, all pending claims are 
produced below including claims that are unchanged by this 
Amendment . ■ 
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\ -v,,^ for sizinq a database management 

1 ' \ (unchanged) A method for sizing 

2 systemXhe method comprising the steps of: 

proving one or more percent hardware utilization limits; 
obtaining throughput workload requirements; and 
' calculating the hardware resources needed to satisfy the 

6 workload requires while remaining within the percent 

7 hardware utilization limits. 

2 . (unchanged) \ method as recited in claim 1, the 
2 method further comprising steps of: 

accepts user «*.\ chan g es to the percent hardware 

4 utilization limits; 

recaWatino. the re q uire\hard„are resources in order to 

6 remain within 

7 said percent hardware utilization l.Vits; and 
outputs the reared hardwareVesources to the human 
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, user \ a format to advise the human user, 

\ i j « -r^rited in claim 1/ the 

, 3 . Whanged) A ™*hod as recited 

2 method furtX comprising the steps of: 

3 obtainingVatabase requirements; and 
calcuiatinXhe hardware resources needed to satisfy the 

5 da tabase requireme^s whiie remaining within the percent 

6 hardware utilization\imits . 



\ ^ a =,« r-Pcited in claim 4, the method 

1 4. (canceled) A method as recited m 

2 further comprisi\the steps of: 

\ L 0 , n the percent hardware 

, accepting useXentered changes to 

■ limits- \Wating the required hardware 

4 utilization limits, \f\ 

5 resources in order to renja^within 

6 said percent hardware utili^ion limits; and 

■ oA hardware resources to the human 

7 outputting the required hardware r 

8 US er in a format to advise the huma\user. 
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V -in rlaim 2, wherein the 

1 \ (amended) A method as recited m claim 

\ vi *a retirement includes a transactions per 

2 throughpu\workload requirement 

3 second requirement. 

6 .unchanV A method as recited in claim 5, wherein 
2 th e caicuiating and\caWating steps inciude casting the 
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\ H.d as a function of the transactions per 

3 hardware resources needed as a 

4 secor 

\ j ' * aim 4 . wherein 

A (unchanged, A method as recited in claim 

\ ^ -inrlude a number of 

2 said hardw\e resource requirement, includ 

3 processors . 

. Yd recalculating steps include calculating 
, said calcuiating a\d re.l ^ ^ 

3 said number o£ processors as 

4 second. 

, , (unchanged, \-*- as recited in claim «. -rein 

i-ilWion limits include percent 

2 t he percent hardware utilWi 

Mlization and s\id accepting step rncl 

3 processor utilizati * ^^^^^^ ^ 

4 changes to said processor uti^zati 

•ncludes calculating said hardware 

5 recalculation steps includes ca 

V llt -ilization limits and 
■*-v,-Sn said processor utilization 

6 requirements within saia P 

f Acessors required when 

7 include changing said number of processor 

• -unsaid processor utilization limits. 

8 necessary to remain within said p * 

1 10 ^changed) .method as reld,n claim, herein 

said lessor utilization limits included r utilization 
iimit to present o.er utilizing said P^ors and said 
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■ „ steps include calculating said 

V— - MCalCUlat ng b elow said upper Xi-t - 

\ ^ needed keeping below 

V r of processors neeae 
number o processors. 
p re.l utilisation of said P 

\ A s recited in claim 10, wnerein 

\ j\ a method as recix. 

u .Vncnan g ed, clude 1M er utilisation 

\,r utilisation limits in 
said process^ proc essors. 



i limits to 



Mlizing said processors. 
lt under utilize 



\ -^d in claim 11, wherein 

\n A method as recited m 

2 ^ needed ~« - ^ ~ ^ 

3 ^ d Hii^V o £ said processors. 

4 to prevent under \ 

V as reci ted in claim 10, wherein 
»• R ^ \ limits include percent network 

2 slid percent —re utilis atio. ^ 

a utilization and sai^ca 

3 interface card V ^ harfware 

4 recalculating steps incl ^ ^ 



4 r cd.uw~ interlace caxu — 

*.«id network 

„ regents within \ ^ inter£a ce 

. lim lts and include c^ , ^ ^ 

7 ca rds retired when necessary V 

8 inter£ ace card utilisation 11*". \ 

« method as reciUd in cW wherein 
' U card utilisation A- l«er 

2 said network mterta 
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» - ven ;i; ing ani 

\ a <*aid calculating 

utilizatioivot b 

\ h 4 as recite* in ell* 

\ a\ A method as i« 

4 int - £ace cards TX-° £ network intertace carfs 

■• ^ dkeep T;; aid -oX-- ar as. 

7 utilisation of eax - \ 

\ u , fnr calculating 

,A ze d method for ca 
a\ A computer i^eu 

2 fcardware regents ^ 

3 colter ccprisin, U- .«P' " • \ ^ „ tUiatl on 

\ . to said 

limits; utilization 

aefault .alues; trom ^ user; an. 

, a -a—* as . £ Vtion 

, calC uia t in g said »**~> 

9 ,v,-;ip remaining WJ - \ 
n * reouirement while r 

10 said workload requ 
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utilization limits. 



\ prized method as recited in claim 

A (unchanged) A computerize 

*\ rising the steps of: 

2 16 , the m y - »»j limits £rom said — 

. \ a new hardware utilizati 

3 obtaining new 

\ ,,viiie remaining 

4 user; \ reauirements while 

-\„ said hardware requi 
recalculate saia 

5 \ nation limits; and 

. -id -V tlUiat „ in a t0OT at to advice tne 

u A>re requirements in a 
displaying hard*a workload . 

. us er o £ * — * nWre for 

19 . (un cha n9 ed> T de disc rete numbers of 

2 serein said hardware re^nt 

3 hardware components. 

u A»ed method as recited in 

^ a computer in^^. 
19 . (unchanged) \ ^calculating steps 

• ari d said calculating ana 

2 claim 18, "herein \ . 

• „ « a id number of haraw 

3 include calculatingj^^^ 



DISCUSSION 

. n the Examiner said that 
f t-he Office Action, the 
In paragraph 1 of ^ applica tion 

borate subject matter m 
the attempt to incorporate ^ 

by reference to -Co-Pendin g — ^ dates ha.e not 
tiie U.S. Patent Application Numbers and fill 9 
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serial No. 09/51b,x — 

qe Applicant has amended pages 

. j T n response/ APP iJ - 
b een supped. fill in the blanks and make a 

, f the specification to fill 
and 13 °f tne sp 

correction. 

Th e exa^ner objected ^ ^ ^ ^ ^ ^ £rom 
. substantial duplicate of cl.» ■ ^ 

£r0mCUim2 ' s rented b y t*e examine r under 3. U, ,. - <a, 
Claim 1 was re^ec Nq _ 
wi* over Deluca et al • ^ • 
a s being unpatentabl Fatent so . S,S70,460, , and 

5 , M S, 2 ,0>,Ut Z en b er g er ^ 

sh annon et al. «-* ^ „ indepena ent claim 

seated tbatBeluca eta,. ^ providing one or more 
! by tne following l^uage: ... UM . 6 . 10l 

t^.- .« at col. 1^' 
percent . . .utili-tion limt . >W 

n 5 lines 30-33, • • 
„ .hardware..-" at col. 5, ^ ^ ^ ^ ^ 6 . 

«- utilization limits... 
„ ith in tbe percent „ M mentlo ned above, t h e 

10 . Lines 30-33 of col. ^ w eac n 

— ° f - - ■ - the 

ot sterns and 

the context of D e L uca et >. ^ ^ 

10, i- -wever, because P ^ ^ ^ four o£ 

ipss than 7b pe^^ 
actual utilization to utili zation are 

. „ C pus each operating at a 
the existing CPUs e 
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. orkload • DeLuca et al . teach a limit 
required to perform the workload. 

f c iaim 1 which refers to a minimum of 
of utilisation away from claim 

percent - According to claim 1, 
utilization of "one or more percent. 

,a nreater than 75 percent, 
utilization could be greater 

id that Litzenberger teaches the use of 
The examiner said that ^ 

^•nows- "...obtaining 
th rou 9 hput workload retirements as follows. 

« at col. 2, lines 4-8; 

throughput... requirements... 

! 3 lines 27-29; and "... needed to 
n workload..." at col. 3, lines 

„ at col 2, lines 4-8 The 
satisfy the... requirements..." at 

tofli nes 4-8 of col. 2 is: -the long distance 

S tatement of 1m _ ^ 

carri ers constantly strive ^ ^ 

networking technologies and services, P^ect 

. _ will grow much faster than the 
throughput requirements will gr 

, „ The sentence m lines 

:::: — - ~ - »■ - ■;: ,r 

i,tos to a system tor 
i , » Titzenberger relates to d »y 
101A, and 103A evenly. Litzen 

a , routing of data transactions in a 
the least cost routing 

v The Applicant would not have 
—ions neWOrK ' " t «. — - - 
considered this * as analog ar t . 

it w ould have heen ohvious » one or.inar.lv sKUied 
' at th e time o £ the invention to use ****** — 

• n ord er to deterge how much worK the computer 
requirements in order to a 

nn=?tifv hardware 
Hardware would he retired to perform to :ust l£ y 
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upgr adee. The Applicant is no t aware of tb. relevance of this 

statement relative to the Litsenberger cite. 

T he e^iner stated that Sharon teaches the use of 

calculating the required resources in the words of 

purees • at col. 1. lines 66 - 67 and 
,, . . . calculating the . . . resources ... 

, _ i' npq i s . *To meet 
col 2, lines 1-6. The statement from these l.nes 

the above and other objectives, the present invention provides 

£or an proved computer-implemented process simulation method 

software engine that calculates resources 
or tool that uses a software eng 

req uired to .complete a project based upon contents of user- 
d ef ined benefit-trade matrices associated with substeps of the 

• ame nr priority values and a sample 
project and design requirement priority 

is to be simulated." Shannon pertains to a 
design whose process is to 

. „ henpf it-trade matrices to 
process simulation technique using benefit 

estimate schedule, cost, and ris*. Also, the examiner said that 
it „ould have been obvious to one ordinarily skilled in the art 

lnil1at . P t he hardware resources 
at the time of the invention to calculate 

, in order to estimate the cost of hardware 
required for a system m order to 

upgrades. The present application talKs about hardware 
resources and Shannon refers resources, including people, tools 
and machines, for accomplishing a substep of designing and 

There appears to be a difference m 
building a computer system. There appe 

• of the term "resources" in Shannon and the present 
meanings of the ceim 



application. 
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„ d 4 were rejected by the examiner under 35 
Claims 2 and 4 were Litzen berger , 

r 103(a) as being unpatentable over Deluca, 
U.S.C. 103(a) as a fnrtne r in view of 

allied to claim 1 above, and further 
and Shannon as applied 

rl aim 4 has oeeu 
v, ™ <U S Patent No. 6,405,206). Claim 
Kayahara (U.S. the 

, W bv this amendment. However, as 

dt hat the — the percent... utilization 

examiner indicated that 

. ts . is taught by Deluca at col. 12, 
limits. ' , c- lineS 30-33; 

„ P is taught by Deluca at col. 5, 

.... hardware..-, ht by 

Shannon at col. . 

.„ . is taught by Deluca at col. 12, 

limits 10 . 30-33; 

. is taught by Deluca at col. 5, 

"••• hardWare --" . . i3 taught by Shannon at 

the . ..the required... resources..., 

i „„, 2 lines 1-6; and the 
-, i lines 66-67 and col. 
col. 1, l ines , t es 30-33. 

,, is taught by Deluca at col. 5, line 
hardware . ■ • , 18 

.he saving that the words or terms 
Tn e examiner seems to be saying 

t „er than the concepts or elements of 
themselves rather . c 

respective claims are taught by the prior art. 

that the examiner assumes that the meanings of 
terms, whatever their context, are 
the present application. 
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■ A that Kayahara teaches the use of user 
The examiner said that Kay* 

• of data in formats in the following 
input and the outfitting of data m 

quoted paragraphs. 

accordance ^f^S. types of searching 
means that storeo information 
strategies that show ways °* > mean3 that 
searching, user input 1 reads out 

accepts a aching revest of » M frOT 

the multiple types of search g ^ ^ d . splay 

said memory ^f S ' e ^ se fS select an arbitrary 
means to enable the user s o£ 

searching strategy C ^ ^ means that 

searching strategies ■ wit £ resp ect to 

performs information search ing ^ user 

?he searching "^^^^hing strategy which 
in accordance with the searching ^ 25 _ 37j 

is selected by the user ^ the inventio n 

"Therefore, it is an o j £ he 

to dramatically ^"^^ formed by <*• 
searching operation whi * « P possible by a 
user, make information searching P ^ make 

searching method which the user 
it PO-iW^^nordinating into a format the 
Sevres. ""(Col. 1. Hnes 59-64.) 

ordinarily skilled in the art at the time of the indention to 

capability of changing the previously defined data and to 
provide the user feedback in a meaningful format. Kayahara 
, iscl oses searching information from the mternet, for e X ampl. 

and the „ a y for displaying searched information. T he search. 

and editing are performed in accordance with the characteristic 
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Serial ««• 

o£ the editor — ^ in{ormatlon that user 

j rn h p issue tnere j- ^ 
displayed. The is 



desires 



d 5 15 are ultimateiy dependent from claim 
o£ their dependency. The 

summarized below. , mte 35 O.S.C- 103(al 

■ , was rejected by the exammer under 

claim 3 was re, Litzenb erger, and Shannon aB 

ag heing unpatentable over Oe.uca, ^ ^ 

, ■ i above, and further xn .view 
appl ied to cla.m 1 ab 

al . (U.S. Patent No. 5,835, by 
,, hat the "...obtaining. . .requirements.., 

indicated that calculating 

1 , lines 13-18; the 
Shannon at col. i, lineS 66- 

„ is taught by Shannon at 
the... resources .-■> „ is taught by 

1 g the .. . .hardware. . • , 
67 and COL 2, " ' _ e reMining within 

t c lines 30-33; tne • ■ 
Deluca at col . , ^ fey Deluca at 

t- utilization limits..., 
the percent. . .uw n taug ht by 

, t-he " • .hardware. . • , 
col. 12, Hne= 6-10,- and the 

c lines 30-33 • 

Deluca at col. b, caches the use of 

• r stated that Oulid-Aissa teache 
The examiner stat ^ requi rements 

r,^o as follows: . • 
database requirements techn iques may 

«*-n-rM contents, or 
impacting data structures, at c ol. 5, 

then be added without i^act 

. 5254 T he examiner further stated, 
lines 52-b4. 
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- a h the time of the 
■iv skilled in the art at. the 
ob vious to one ordmari & cQmputer 

a** abase requirements when 

------ — 

appl ication pro 9 rams.» ^ 35 

and Kayahara as applied ^ ^ ^ 5 the 

K ul*ar„i * "... — - *' ' requlrem ^,- — * 

. r-he .....throughput- . .1^ 
examiner, said that the ^ ^ . work load. . . . " « 

i 9 lines 4-8; ana 

^^ ratC01 ol 3 lines— 

Th e examiner indicat statement . 

vecmirement in the 101 
tra nsactions per second re*u ^ ^ 

« To overcome the ^^Hachine , with a very 
mR in a single expensive m data ba g e 

5 h rate of messages per secon tQ thlS 

hig Thiols per second, and .f ^ributed across 
transactions p funC tion is distriu 

invention, the HLR fun ^ Unes 58 _ 62 .) 

mUltiPle -a ha.e heen o„ » one 

*e examiner also »x ^ ^ ^ ^ ^ to 

ordinary sUUed in the art a ^ 

- ^ ^ ""—e and .in acceptance ,r 
ln M der to use a widely 

chi s method or si Z in 3 computer ^ _ _ 

n - m 6 the examiner stated 
As to claim 6, tn .resources 
• , te oB include calculating the., 
and recalculating steps 
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at col 1, Unes 66-67 and col. 
AA -is taught by Shannon at col. 
needed "-' A „ is taught by Deluca at col. 

«. the - ...hardware..., 
2 ' linSSl ' dthe ,, . as a function of the transactions 

5( lines 30-33; and the 

nd ,, is taught by Kulkarm at col. 
per second. . . , „ >hardwa re. . . , 

■ i*im 7 the examiner said that the 
As to claim / , 

n 5 lines 30- 33; the 
is taught by Deluca at co - , ^_ 

ce . is taught by Litzenberger at col.. 
.....resource..-/ x „ , is taught by 

• =h rol 2, lines 13-29. 
Kulkarm at col. 

, . m 8 the examiner indicated that 
As to claim 8 , the calcu lating 
nrt recalculating steps include 
. . . .calculating and recal ^ ^ 

at- COl 1, lineS 66 

i. taught by Shannon at • 

— " UneSl3 T . la^ht^— ■ - 
transactions per second..., 

lines 58-62. 

, •„ 9 the examiner stated that the 

As to claim 9, 

, utilization limits include 
„ .. .percent. • -utiii Uneg 

is taught by Deluca at col. 
percent... utilization..-, UneS 

.. is taught by Deluca at col 
r m. the " • • -hardware. . . , ± 3 ^ 

r . is taught by Kulkarni at col. 2, 

. , Q „ processor. . • # x 
3 °- 33; ^ '* , inq step includes accepting 

n , « the ".--and said accepting step 
lines 13-29, the ?; the 

., is taught by Kayahara at col. 3. U 

Chang6S --" . t . on . is taught by Deluca at col. 12, 

.....to said... utilization..-, 
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Q£ , or - is taught by Kulkarni at col. 
* in- the "...processor..-/ 
lines 6-10, tne v recalculation 

. 13 29 - the - • • -and said calculation and recalc 

o lines 13-2y, 

' ,, is taught by Shannon at col. 1. 

steps includes calculating..., « * 

. , e . the "... said hardware .... is 
Unes 66-67 and col. 2, lines 1-6, 

i s lines 30-33; the 
taught by Deluca at col. 5, 

ts . are taught by Litsenberger at col. 2, 
..requirements..., ai 

' -i-hin said. . .utilization limits 

a a. the "...within saiu.. 

taught by Deluca at col. 12. * 

is taught by KulKarni at col. 2, lines 13- t 

incl ude changing said number or processors reared 

. i o 9Q - the " . . .when 
n i lines 13-29/ 
taught byKulKarni at col. 2, 

utilization limits. . ., 

i i? lines 6-10; and the 
taught by Deluca at col. 12, 

gaor . is taught by Kulkarni at col. 2, 
"...processor..., _ 

.„„ a bv the examiner under 35 U.S. c. 
Claims 10-12 were rejected by 

rentable over Deluca, Litzenberger, Shannon, 
103( a> as being unpatentable ^ ^ 

v, ot- «1 (U.S. Patent No. 5,802,3u 
ln view of Itoh et al . (U ^ 

c 97^ 695) • As to claim 10, the ex 
(U.S. Patent No. 6,275,695). 

ssor - is taught by Kulkarni at col. 2, 
that- " ..processor..., xo 

th n . ., q -is taught by Deluca at 

. fi 10 - the "...and said calculating and 

calculating steps include calculating..-, 

j 9 lines 1-6; tne 

i i lines 66-67 and col. 2, im 
Shannon at col. 1, J- ines 
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" is taught by Kulkarni 

,. . sa idnu*er of processors needed..., 

H- ■ .of said processors..., 
at col. 2, lines 13-29,- and the .. 

taught by Kulkarni at col. 2, lines 13-29. 

following quotes. 

.The upper and lower limit values «. ^ 
respectively de sign unit , Y1 and 
utilization of the centr reso urces, 
Ed* S rforlheVesponse processing time,- 

*Col- 4, lines 59-63.) now begun to show, 

«The effect of ^/^or utilization drops 
and at time t4, the load or ^ lQwer 

belo w the -PP- t ^level 3 is maintained." (Col. 
limit, so that tne 
6, lines 41-44.) 

„„ A that lt would have been obvious to one 
The examiner added that ^ 

ordinarily stilled in the art at 

set upper utilization limits on a processor and to oper 
possibly have system failure. 

possio^y utilization 
• ^ a t a ted that Obhan teaches the over 
The examiner stated cnau 

sources in the following statement, 
of system resources i« 

« E ach time the BTS -/-^^^SYM server 324 
watermark a signal is^ ^ ^ und or 

to apprise the SYM serv iineg 5457>) 

over utilization. (Col. 

id that it would have been obvious to one 
The examiner said that it 

• art at the time of the invention to 

ordinarily skilled m the art at 
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• order to P"vent this cause of 

failure. • 

. . ffl n the examiner stateu 
As to claim 11. Unes 13 _ 29; 

- is taught by Kulkarm at col- 

"••• prOCeSS ° r --"' . , t . is taught by Deluca at col- ^ 
the ,.. utilisation limits-, 

in the - ..include lower utilizatio 
lines 6-10; the . ^ ent under 

a lines 59-63; tiie 
taught by Itoh at col. , lineSi 54-57; and 

. is taught by Obhan at col. 10, 

UtiliZin9 --" . is taught by Kul^ami at col. 2, 

the "...said processors.--, 



lines 13-29. n ca i cu lating 

, ■ 12 the examiner said that the . 

Mt istau9htby 

an-ecalculat.ng steps 66 61an dcol.,U- — 

1 lines 66-6/ auu 
Shannon at col. i, ^ ht by Kulkarnl 

, er of processors needed..., 
h .said number o£ pi" 

13 29 . the "..seeping above said lower 

at -I- 2, Unes 13-29, lines41 -44; the".--- 

v . t - is taught by Itoh at col- 6, 

limlt --" . . is taught by Obhan at col- 10, 

prevent under utilization. . . , by 

d the - --of said processors..-, 
lines 54-57; and the 

i 9 lines 13-29. 
Kulkarni at col. 2. 35 u s . c . 

. 13 15 were rejected by the exananer 

ClaimS Deluca Litzenberger. Shannon, 

. _ over Deiut-ci/ j-^ 
l0 3l.) as being unpatentabl ? ^ 

. T1 -oh and Obhan as applied to 
Kayahara, KulKarn,, Xtoh, a 

and t nrth« in o £ Fletcher et al 

n • i-* the examiner mdicatea 
6,108.782). M to =!«»»• 
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utiliz atlon " • • ' . c lines 

P erCent "- . is taught by P^luoa at coL 5, 

6 . 10 , the » ■ • -hardware . . . . recalc ulating steps 

. is taught by cannon at 
include calculate .... £ ^ „ is 

„ ol 2 lines 1-6; the "...sal 
66-" and col. 2, , 033 .,the 

i 5 lines 30- # ' 
taught by .eluca at co ^ ^ ^ at co, *, 1^ 

"... requirements . . • , ^ ^ Deluca at col . 

»■ " neS 6 " 10; ^ ' „ is taught by Deluca at col. ». 

wl thin...utili-tionli»-.... 



lines 6-10 



6_10 ' . stated that Catcher teaches the use <* 

The examiner statea 

network interface cards as follows- collectorB 

,n the present i nventl °*' effectively 

of different manager 

UneS61 " 64 ' > ld have been obvious to one 

^ rhat it would nave 
The examiner added that inven tion to 

veiled in the art at the txme 
ordinarily sailed comtnU nicate between 

• ^ r face cards in order to 
use network interface 

— rSinthe ri:ee— r indicated that, the,- -or* 

RSt °T ^ taught by netcher at col. IS, lines 6, 
interface card. . • , 
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Serial »o- , 

. t . ■ is taught by Deluca at col 

the » ..utilization limits.... s 
" ^ „ the „ .include lower utilization!^.... 

». lines S -i0,tne . ^ ; the „.. .to prevent under 

taught by Itoh at col. , 54 57 . the 

,. is taught by Obhan at col. 1°. 
utilizing- ... „ is taught by Fletcher at 

recalculate steps ^ ^ 

cC and col. ^» 
i 1 lines 66-6/ 
Shannon at col. i, taught by 

. of network interface cards..-, 
" • • • said number of ^ ^ . ng . above 

n 15 lines 61- 64; the - • 
Fletcher at col. 15, fl 4l . 44; 

. 11 is taught by Itoh at col. 

said lower limit. . - , fc foy Qbhan a t 

<- under utilization. . • , 
^"■■• tOPreV :: » d the,.- --—inters 

col. 10. ^ B 54 S7 ' lines 61-64. 

caras ie taught by Fletcher a ^ _ ^ „ . . 

, ■ ic the examiner statea 
As to claim 15, the s gl _ 

rd . is taught by Fletcher at col. 

taught by D eluca at col. 
the - • -utilization limits. . . . ^ 
64; the utilization limits ... , 

in thfi "...include upper utm 
12, lines 6-10; the ^ ^ prevent over 

„i 4 lines 59-63; tne • • 
taught by Itoh at col. , fchfi 

., is taught by Obhan at col. 10, 
utilizing.--, „ is taught by Fletcher at 

recalculating steps ^ ^ 

ol i lines 66-67 and col . 2 , 
Shannon at col. 1- 
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"is taught 

i it; lines 61-64, tae 
by FUtcher at col. 15. the 

vmit i. taught by Itoh at col. 6, 

upper limit .... obhan at col . 

„ . to prevent over utilization..., 

. 54 57 . and the ".-of BaidnetworK interface 

1°. lineS 5i ' S ■ - 15 unee 61- 64. 

ds . is taught by Fletcher at col. IB, 

, • 16 was rejected by the examiner under 35 
mdependent claw 16 was 
us ' c 10 3 ( a,a S being unpatentable over Cosset al. - - 
5 533 4.3, , -luca, Shannon, Utsenberger, and 
Patent No . 5 , 538 , -s > > 

■ a that Coss rendered obvious 
The examiner said that tob 
Kulkami . Th ; pushing default 

independent claim 16 by ^ £or hardwar e . . ." at col . 

values..." at col. 19, lin- 54-57. ... 

19 , lines 40-41, ^ lines 

4 o 41- ".-.to said default values... 

lines 40-41, 

n at col. 19, Unes 40-41; and 
54-57; "...hardware... at 

at col. 19, Unes 40-41. 
... . .hardware. . • at 

co3S et appertain to an apparatus for controllm 

national Peters of a surgical drilling system. 

■ t helieves that this art is non-analogous, 
applicant ^ ^ _ o£ 

The examiner indicated 

follows- "...utilisation limits... 
uti lUation limits as follows. 

, 12 lines 6-10; "...utilization limits... 
col. 12, -Li iiC utilization 
. sl0 . and "..-while remaining within said... 

, -„es 6-10 ■ The examiner added that it 
Umits..." at col. 12, 6 
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would have been obvious «o one — -a in the ,t - 

h . m to use hardware utilization limits in 

C he time of the invention to 

order to define the extent that hardware may 

risking failure. _ 

• st ated that Shannon teaches obtaining 
The examiner stated tna ff , llows . 

f m users and calculating requirements as follows. 

requirements from users an 

. . na a requirement from said human user... 
.....obtaining a...requ 

oairt requirements..." at coi . 
i- 14-19- "...calculating said...req 
1, lines 14-iy, u . 19 
v 27 33 . and "...recent..." at col. l.i-es " 13. 

- 6 — ' alS ° t at the time of the invention to 

ordinarily skilled in the art at 

■ «tor- to provide the user with the 
allo w user input m order to pro 

ab ility of changing the previously defined data. 
CaP . it would have been obvious to one 

examiner added that, likewise, it would 

— — * - art at the cime of the in r rd 

to estimate the cost of hardware upgrades. 

■d that Litzenberger teaches the use of 
The examiner said that Li 

Allows- ....workload..." at col. 3, lines 27-29, 
workloads as follows. Unes27 -2 9 . The 

and .. .of said workload..." at col. 3, 

c „ily skilled in the art at the time of the invention . 
u3e workload recrements in order to determine how much 
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hardware upgrades. 

The examiner — - — Ce3CheS ^ 

at COl. 1, lines 58 " 

Unctions as follows, .as a function. . . 

. said that it would have been obvious to one 
62 The examiner said that 

. „«- the time of the invention to 
ordinarily stmed in the art at the t 

• in order to establish relationships between 

nqe functions m oraex u 

a . - al used to reject claim 

Shannon, Litter and Kul.arn.etal., use 

ultimately dependent from claim 16, and if 
Claims 17-19 are ultimately 

ho also in virtue ot 
n ■ 1 6 were to be allowed they would be also 
claim 16 were to are summa rized 

. ^ HnT1 e of claims 17-19 are 
their dependency. The re 3 ections 

below. _ .t q pi 

cla iml,was rejected by the examiner under 35 U.S. . 

■ , aoolied to claim 16 above, and 
ytzenberger, and Kulkarni as applied 

is to claim the e=«» miner saia 
further in view of Kayahara. As 

utilization limits. . . , " i<> taught 
that the .....obtaining new... utiliza 

£ 1 n • the " • • .hardware . . . , ± s 
-i io lines 6-10; 
by Deluca at col. 12, 1 

taught by Deluca at col. S. 1-es 30-33, 
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at col 1- U neS 14 ' 19 '' ^ 
«v,h bv Shannon at cox. •«■« 

us er . . . , ■ i- " »9» b * taught by Shannon 

•/i reauirements. . . i 
....recalculating saxd 

-i o lines 1-6; une 
^ /- «7 and col. 

„ is taught by Deluca at col. 5, 
".. -hardware..-, utilization limits..-," xb 

, . while remaining within said. . .uti 
the ..-h 

taught by Deluca at co . - „. ...hardware 

i 5 lines 30-33; tne 
ls caught by Deluca at col. . ^ 

fs . ls taught by Deluca at col. 6, 
requirements. . . . by Deluca at 

the » . . .of the required hardware. . . . 

14 the ..for the user entered..., 

i i lines 14-19: and the ' 
by Shannon at col. 1. 

1 3 lines 

taught by Litzenberger at c • , outpu tting 
am iner indicated that Kayahara teache 
The examiner xi^ 

„ in the following paragraph, 
of ^ta in formats in ^ ^ ^ 

-Therefore, it ls o "V h _ J bu rden of the 
to dramatically <* cr ^ s * T 3 performed by the 

Tarching Method which *e "B« desire^ 

3 it possible tc , outpu ^ a-r g ^ fc the 

r s e e r 9 d r es Z ires.. a 1col. 1, Unes 

have been obvious to one 
■„*r added that it would have 
The examiner addea invention to 

• ^ P art at the time of the i 

order to provide tne 
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, reiected by the examiner 
cl aims » and 1* -» coss , Deluoa , cannon, 

U «enherger, KulKarni, * . (u , . Petent *o . 

and eurther - — ^ _d that - 

~ r-pauirements 
„ _ _ . ha rdvrare requi 

The examiner said _ flowing statements- 

numhers ox hardware covenants m ^ ^ 

^that -f^the^on 

based on change xn o£ the sectors be 

transceivers in each ^ d « 3^ sector 

' 2 and * .llv ditferent £or each n 4 0'.» 

dramatically « o£ the sectored 

4 °"l' « 2 lS- 43 - 5 °- ) x * the ICP 15 and the 
^ . -r^ and 

r»o U ld h,e heen 0.10. to one 
Tn e examiner stated, ^ ^ ^ ^ inventlo n to 

■w skiH ed in the art a 
Mdinarlly £ har dware components xn order 

individually a syS tem." 

* aizinq a computer sy 

indicat ed that the 

AS t o claim 19, the examine 

, laC ing and recalculating steps ^ 
....calculating 66 _ M and col . 2, 
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w of hardware components ... , 

by * co, lin ;j;; 6 disagrees wit h * or 

T he ^Ucant respectfu! ^ recap; 

the bases of the r j 
instances with tne different 
inB ° m . ££ic e action appears to reveal a d, 

in es sence, thrs has not previously 

• « t-hat the AppH cauu 
style of exa.inat.on q£ ^ , clalms 

, red The rejection o£ many re£ erences, 
encountered. Beero ingly i=° lated 

have been done with che 
section of various port.one 
and in some instances Qr by 

, ment was effected by dxffer 
same element w ^ ^ reference, m 

ai££ erent unconnected parts o ^ ^ ^ ^ ^ ^ wa3 
place s of a rejection, a srng ^ q£ ^ 

rejected with an isolated ^ ^ „ ^ _ 

out of context. Many of ^ ^ „ even 

£roB the same field of art moti vation for 

The suggestion 01 
relative to each other. ^ ^ ^ varlous 

^ini. elements or terms ~ ^ ^ to 

■ "ht- be re 9 s -- 1 - 
cl ted references mrgh ^ ^ a 

th e,PPUcant. — ^ ^ or the net and search 

encyciopedia, dictionary, P ^ ^.^ purp oses. 

for the terms or element, ,0 ^ ^ ^ 

0£ ten, a statement of ^ be 

„ a rejected element or term 
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SKisl BO - 09/51 01 fic » - — on £or the 

combination was - V ^ ^ cited art or 

ch ere appeared to be no «i re(eir ed-to parts of 

th e numerous references . ^ ^ re£erence s 

f «old" elements or u 
tot al combination ^ ^ clalm . It 

~* MSerted " cla im with elements « - tt0nB ° £ 
appear. ^ not be .^e. « 

■ fl the prior art. 
exis tent anywhere m d cases are cited here to 

Th e follow^ infection an ^ be 

. • aT ,i-'s position even tnoug 
support the APP-ant ^ ^ ^ ^ someuhere 

well aware of them. Becaus 

•« art, analogous or not, does 
in a prr« art ' dera l circuit] has 

» AS this court Ittte 
iB unallowabXe. ^ ot old 

stated, 'virtually ail lx» ^^,0^. 

, EnviromentalJesiaBSi 

elements.' Envrr 3) . see also 

R70 (Fed. ^ 1X - 

F.2d 693, 698, 218 USPQ ^^,^9-80,219 
^del^lnc-^n^^ inventionS are 

* Cir. 1983) ("Most, if n 
USPQ 8, 12 <*ed. Therefore an 

. _ f 0 id elements. ) 
combinations and mostly clalme d invention in 
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— s — ; s ;; roilaries £or th e .0— 

by £lnii n 9 P-- a, ^ invention itsel£ aB . 

peCT it an e—r ^^^^ in the pr ior a rt to 

de£ ea t * - tentabiUtY iio , cal and inaPpr op ri - P-ees W 
appr oac* — - - — , gea5S2 ^^B 2 - 

which to «— ^ ; spQ2d _ i554 (Fed . ci , 

81 F.3d 1566, 1570, _ 
CorR^, 81 r - 1457 Fed. Cir. 

ffpt 47 USPQ 1453, 1^' 

The following case, ^ ^ ^ allo wable, 

pr eceaen t , — » — references . - 

th at a faction pre.era* y ^ ^ ^ been 

examine, conc^ th.t a PPl -n ^ ^ ^ 

stated th at t*. exa^ner ^ have 

„ overW11 " ana C onc lud ea «»* PP ^ ^ ^ 

b een obvious in litf* ^ ^ latter . 

what both th ; s — - - - umications in 

o£ re£ erences van ^ ^ 
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„ tion or motivation for their 
ui thout any suggests t . s invention. . • • 

•thout regard to the purpose of ^ 
ulth No 93-1W8, slip op. at 

r-iv APP- No " 
ln_re_Blamer» Civ. ^ 

-When relying on numerous some 
• t is incumbent upon the examrner t 

prior art, xt ^ ^ tM BOdi{1 catron. _ 

suggestion to cohe re ^ ^ (Fed .Cir. 

958 3 "' \ be some suggestion to combine, 

. there must be sou 
1992) (stating that ^ knowledge 

references themselves 
-either in the refer the art ) , see 

ai lable to one of ordinary skil 
generally available Re f ractories^jnc,, T7 6 

nelta RejH^-^^ 5 ^ ai 

^.jaaniOil.^n^^ """T^K, Ir^Hayne, 41 

US P 02 a H51. 1«« CtI - ^ to coroblne references must be 

„. Th e factual ingurry - . ^^^^ir^rts. . 
trough and searching. ^ ^ 1Dlll IOCS «r. 

^ 2M ^ d 1339 ' ; bjec tive evince of record. »U 

— " ^ 0 ed n myriad decisions, and cannot be 

pI ecedent has been reinforc ^^ msU ^S^ 

dl3 pensed -1th. ^ ;~^X^^Q2d 1^ ^ 

229 F.3u 

|hiUEJ!eE£i2-^' f a sugge stion, teaching, or 

„ cir 2000) ("a showing of a , esse ntial 

(Fed. Cir. ^ references is an 

n otivation to combine the ^ard^ln- 

nt of an obviousness holdmg ) 

component or 
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1S7 F 3d 1340, 135*. 48 USPQ2d 1225, 1232 

I^*^' . ak 17S F .3d 994, 999, 50 USPQ2d 

(Fed . cir . 1998, , , la^-^S. 

■ at th a subtle but powerful attraction of a 
be st defense against rf 

— — 3 "I J 7 the teaching or motion to 
th e retirement for a showing of th ^ 

„ n\ . in re Dance, 160 
, Tt . references.")/ ili_±5 

— PrlM 1637 (F ed. cir. »M» <*~ -* - ~ 

1343 48 USPQ2d 1635, 1637 (Feci 

stion or teaching of the desirability of 
mo tivation, suggestion, ^ , 

mating the specific combination that 

„■ . 837 F 2d 1071, 1075, 5 USPQ2d 1596, 1600 (F. 

In re Fine, 83/ t 1 -^ n m= t-here 
„• a of references can be combined orOv. if there 

19M) ....teachings of refe (Emphasi sin 
is some suggestion or incentive to do so. > 

e „ a mc v. Monte^ioreJ^osp^, 
original (^ting SUa^^----^7 B 

732 F .2d 1572, X577, 221 ^ 929,933 ,^. Cir. _ 

re.ee, 61 USP02d 1430, 1433 (Fed. Cir. 2002,. 

v ,*fion for combining various 

The suggestion or motion for 

"The need for specificity 
Terences should be specific. * ^ ^ , 

— ^litn"--. Cir. 2000> particular 

n« 1371, 55 USPQ2d 1313, lii' 

, aB to the reason the skilled artisan, with 

selected these 

n „ of the claimed invention, would have 
no knowledge of the cia 

• 4->,e manner claimed"); injLE 
.-«, for combination m the manner 
components for ^ 

^™ i«q 47 USPQ2d 1453, 
Rouffet, 149 F.3d 1350, 1359, 
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hn the level of skill in the art is high, the 
19 98) ("even when the of 

allv t he principle, known to 
Board must identify specxf-ally 

Vil that suggests the clawed combmatron. 
ordinary skill, that ^ 
As the Board must explain the reasons one 

uld have been motivated to select the Terence, 

invention , 

and to cosine the. to render 

Pri tch 972. F .2d 12 60, ««. MUSK**™. , 
^ sM2S& ' n satis£y the burden of showing 

„. ,092) (the examiner can satisry 

Cir ' . , on lv by showing some objectrve 

f t. he combination "only oy 

" Sne3S ° £ . art or that Knowledge generally available 

to one of ordinary *U » «- ~ ^ 
to combine the relevant teachings of 

— 1433 " 34 ^e^ defense against 

hl ndsight-hased obsess analyser - - ^ 

for a showing of a teacnn y 
of the requirement for a 175 F.3d 

• r ar t references. See Inre^iczak, 
combine the prior art , Combini ng 

irtence of such a suggestion, 
■ r art references without evidence 
prior art retc disclosure 

i„ *-akPS the inventor s uj-=> 
or- motivation simply takes ci 
teaching, or moti t 

■ . for oiecing together the prior art 
as a blueprint for pied ^ ^^ochemjnc. 

.the essence of hindsight. . 

patentability 56 USPQ2d 1065, 1073 (Fed. 

v^>outhern_^^^ 

^7d in in re_Fritch, 23 USPQ 2d 1780, 
Cir. 2000) . As noted,, m in 
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• . hlP to use the claimed 
„■ 1992), it is imperuassxble to 
(F ed. Cxr. 1992), tttem plate" to piece 

*n instruction manual or te P 
invention as an ^ ^ ^ ^ claimed 

— «- — " th6 s court has stated that ■!»!- 

mention is to pick an, choose a.on 9 

cannot use hindsight ^ claimed 

the prior art no u f 

isol ated disciosures rn 

Tn re Fine, ■ oj / r • 
invention." (quotxng I ^ skiU in 

1988) To imbue 

1596 , 16 „„ (F ed. c«. ^ ^ when no prlor 

- - ~— • ° £ th convey or sugg est that 

art Terence Terences - e(£ect of . 

*- fall victim to tne 
toMled9e ' 13 . thac Mhi ch only the inventor taught 

^^ nme wherein than 

+- -it-c. teacher. iiLt; 

i3 used against 198 3),cert. 

v Inc 2 20 US P0 303. 3»"» (F6d - Cir - ' 

Garlock i _J£c^, 

—cir- — : 

ThS " ted . or art a court examines -the 

ascertain the scope o £ the prr ^^^^ Mi c 2 r El _v i 

i-«r-'a endeavor,' Stiatte_kL_^ 
£iel d of the inventor s e USPQ 63 4, S3S 

, rn 758 F.2d 61-3/ 
hJ ^O^J^^ profclem wich whioh the 

(Fed . Cir. W BS>. and the P c ^^ 2ffiip _»r E „ 713 

• ,olved ' Stratpflex,,^]^^^ 

inventor was evolved, _ — - ^ ^ 

« 218 USPQ 871, 876 (Fed. Cxr. 
F .2d 1530, 1535, 218 i9?9))( at 

„ 202 USPQ l 7i ' yi * 

, 599F . 2 d!03 2 , 103S, , 

. the invention was »*.■ HS 35 "'^ 

tne x txme tne m 
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j rir 1998) • 

19 77, 1981 (Fed. Cir. ^ ana logous, e.g., 

Rn .stance o £ art ^ ^ ^ ^ circuit in 

■ ~ Rue : ; Jecc ^ — — . « 

^^^^^ - desired t. — 

cMlp act colter — » . » co „trast, 

„. utY and easy expandability ^ 

- PSlrablU ^ t rela tes to a =«™ lt 

Al len-BradleY patent ^ there is 

more costly —.a. con«0Ue. ^ ^ ^ ^ ^ „ 

^ reason^ P— nt - " ^ 

^en-Bradley * rt 

analogous." ^ g obviousness o£ a certain 

- ° f St T; la. * - o £ cited fences 
. elements or * statements 
element or conclusory Btat 

* t-r. be conclusory- ending alone, 

appeared to be refe rences, standx 

*■ n the teaching of mult P Q2d &t 

regarding the at 999 , 5U 

0 „, oembicz^S' 1 
are not -evidence. — 
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Tnc v^SoutherjaCali^ 
16 17." Eco^chettUSS^-- 

USPQ2 d «... -3 <- p ^l e3ts that the ^ 

The Applicant resp present offxC e 

^ v,v the Examiner m 
^nation process used by t ^ ^ ^ ^ by 

action be reconsidered m -ew requ ests 

th e .PPUcant. The Appl-n o( ch ese 

. the pending claims, 
^consideration of the 

claims. 

HespectfulW submitted, 
John Quernemoen et al. 
BY their Attorney, 
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